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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 
Response to Arguments 
Applicant's arguments with respect to claims have been considered but are moot in view 
of the new ground(s) of rejection. 

Terminal Disclaimer 

In response to the terminal disclaimer being filed to overcome the provisional rejections 
of double patenting, it is noted that, an attorney or agent, not of record, is not authorized to sign a 
terminal disclaimer in the capacity as an attorney or agent acting in a representative capacity as 
provided by 37 CFR 1.34 (a). See 37 CFR 1.321(b) and/or (c). 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g.. In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, All F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1 .321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 
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Claims 1, 2, 4-18 and 21-26 and 28 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-23 of 
copending Application No. 10599332. 

Although the conflicting claims are not identical, they are not patentably distinct from 
each other because, copending application claims include all of the limitations of the instant 
application claims, respectively. Copending application claims also include additional 
limitations. Hence, the instant application claims are generic to the species of invention covered 
by the respective copending application claims. As such, the instant application claims are 
anticipated by the copending application claims and are therefore not patentably distinct 
therefrom. 

Despite difference in language regarding the "at least one first electrode" as in claim 
current application claims, copending application claims provides additional limitations for an 
obvious variant having at least one , in the instance case two/pair of electrodes. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Claims 3 and 19-20 are provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 2 of copending Application No. 
10599332. 

Claim 3 is an obvious variant of an electrode shapes, hence not patentably distinct. 
Claim 19-20 are obvious variants of the chamber walls, hence not patentably distinct. 
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Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 

section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-8, 15 and 19-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Prins et al. WO02/099527 in view of Le Pesant et al. U.S. Patent No. 4,701,021. 

As per claim 1, Prins et al. discloses a switchable optical unit capable of controlling a 
external beam of radiation passing through an optically active portion of the unit, wherein the 
optically active portion comprises a region through which the beam of radiation passes, which 
unit comprises a chamber and an electrically conductive liquid (4) contained in the chamber, the 
chamber being provided with an electrode configuration wherein application of a voltage (V), 
from a voltage control system to electrodes causes movement of the said liquid, characterized in 
that the electrode configuration comprises at least one first electrode (5) fixed to the inner walls 
of the chamber at the position of the optically active portion, second electrode means (6) fixed to 
the inner walls of the chamber at positions outside the optically active portion and a third 
electrode (7) in contact with the conductive liquid and continuously connected to a first output of 
a voltage source (V of OV), a second output of which is connected in a first mode to said at least 
one first electrode (V of OV) and in a second mode to the second electrode means (V=V); (see 
Figs, la, lb and 3a, 3b). 
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Prins et al. does not expressly disclose the arrangement where the beam of radiation 
passes through the switchable optical unit and that in that wherein in a first mode, the electrically 
conductive liquid fills the chamber inside the optically active portion, and wherein in a second 
mode, the electrically conductive liquid fills the chamber outside of the optically active portion, 
having a chamber and an electrically conductive liquid contained in the chamber, the chamber 
being provided with electrodes configuration wherein application of a voltage (V), from a 
voltage control system to electrodes causes movement of the said liquid, (see Figs. 1-4). 

However, this arrangement in an optical switching unit is known in the art as evidenced 
by Le Pesant et al. which discloses an optical switching unit capable of controlling a external 
beam of radiation passing through an optically active portion of the unit the beam of radiation 
passes through the switchable optical unit and that in that wherein in a first mode, the electrically 
conductive liquid fills the chamber inside the optically active portion, and wherein in a second 
mode, the electrically conductive liquid fills the chamber outside of the optically active portion. 

Therefore, it would have been obvious to one of an ordinary skill in the art at the time of 
the invention to arrange the optical switchable unit having configured so that where the beam of 
radiation passes through the switchable optical unit and that the electrically conductive liquid 
fills the chamber inside the optically active portion and fills the chamber outside of the optically 
active portion in the switching operation modes, providing for arrangement of an optical 
modulator switching element employing displacement and modification of refraction of the light 
in the a light path, as taught by Le Pesant et al. 
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The combination outlined above further shows the following limitations of the 
corresponding claims as follow: 

As per claim 2, refer to figure 3a, Prins et al. discloses dotted lines of electrode 6, form 
alternatively an u-shaped cross section. 

As per claim 3, Prins et al. discloses wherein the second electrode means (6) includes one 
flat annular electrode, refers to the figures 1 and 3. 

As per claim 4, Prins et al. discloses wherein the interior wall of the chamber facing the 
liquid is coated with an insulating hydrophobic layer (2) (see page "fluoropolymer"; page 3 line 
11). 

As per claim 5, Prins et al. discloses wherein the chamber comprises a medium (3) which 
has an index of refraction different from that of the conductive liquid (Figs. 1,3; description page 
2-3). 

As per claims 6 and 7, Prins et al. discloses wherein the medium is a liquid, and as in 
claim wherein is a gas description page 2-3. 

As per claim 8, It is readily understood that if gas is being used a vacuum environment is 
inherently provided. 
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As per claim 15, Prins et al. discloses where the voltage control system is arranged to 
supply a voltage to the at least one of first electrode individually (see Fig. 1).\ 

As per claim 16, finding the index of refraction with respect to its surroundings would 
have been merely routine skill in the art in the combination which would have understood that 
they can be freely chosen and adapted to the envisaged application. 

As per claim 19, Prins et al. discloses wherein at least one chamber wall situated in the 
optically active portion includes a planar surface (see Fig. 3). 

As per claim 20, Prins et al. discloses wherein each of two opposite chamber walls 
situated in the optically active portion includes a planar surface (see Fig. 3). 

Claims 9-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Prins et al. 
WO02/099527 in combination with Le Pesant et al. U.S. Patent No. 4,701,021 and fiirther in 
view of Feenstra et al. WO03069380. 

Claim 9-11 provides for having refractive lens surface, on the walls of the chambers and 
particularly an aspherical surface. 

These features are not taught by the combination above of the switchable optical unit. 

However, such configuration is well known in the art and is evidenced by Feenstra et al., 
see Fig. 4, a switchable optical iinit having refractive lens surfaces particularly aspherical. 
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It would have been obvious to one of an ordinary skill in the art at the time of the 
invention to provide such refractive lens surface in order to provide for a variable focus device. 

Claims 17 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Prins et 
al. by WO02/099527 in combination with Le Pesant et al. U.S. Patent No. 4,701,021 and further 
in view of Onuki et al. US Patent Apphcation Publication 2002/0176148. 

Although the combination above does not expressly disclose a controllable lens system in 
a camera/hand-held device having a switchable optical unit. 

This is merely one of the well known applications for such optical switchable units, as 
evidenced by Onuki et al. 

It would have been obvious to one of an ordinary skill in the art to provide such optical 
system units to obtain at very least light beam change capabilities. 

Allowable Subject Matter 

Claims 27 is allowed 

Claims 21, 24, 25 and 28 are allowed if overcome the double patenting rejections above. 
Claims 22 and 23 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 1 12, 2nd paragraph, set forth in this Office action. 

Claims 12-14 are objected to as being dependent upon a rejected base claim, but would 

be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JORGE L. ORTIZ CRIADO whose telephone number is 
(571)272-7624. The examiner can normally be reached on Mon.-Fri 10:00 am- 6:30 pm). 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Andrea L. Wellington can be reached on (571) 272-4483. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Jorge L Ortiz-Criado/ 

Primary Examiner, Art Unit 2627 



